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DETAILED ACTION 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 5 - 7 and 10 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Eckles et al. (U.S. Pat. No. 4,326,940). Regarding claims 1, 5 - 7 and 10, Eckles et 
al. teach a system for monitoring and controlling an electroplating bath apparatus (bath 
43), wherein the system comprises: an analyzer module (analyzer 1) in communication 
with the apparatus; a control host (e.g., data acquisition and utilization device 14); and an 
access device (e.g., computer 1 12) in communication with the control host (see col. 3, 
line 40 - col. col. 11, line 3; figures 1 & 2). Regarding claim 2, Eckles et al. teach that 
their disclosed system is capable of being operated continuously (see col. 7, lines 27 - 
35). 
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These claims recite various process or intended use limitations regarding how the 
system is to be operated or used, which do not further delineate the structure of the 
claimed apparatus from that of the prior art. Since these claims are drawn to an 
apparatus statutory class of invention, it is the structural limitations of the apparatus, as 
recited in the claims, which are considered in determining the patentability of the 
apparatus itself. These recited process or use limitations are accorded no patentable 
weight to an apparatus. Process limitations do not add patentability to a structure, 
which is not distinguished from the prior art. A recitation of the intended use of the 
claimed invention must result in a structural difference between the claimed invention 
and the prior art in order to patentably distinguish the claimed invention from the prior 
art. If the prior art structure is capable of performing the intended use, then it meets the 
claim. See In re Casey, 152 USPQ 235 (CCPA 1967); and In re Otto, 136 USPQ 458, 
459 (CCPA 1963). The Courts have held that it is well settled that the recitation of a new 
intended use, for an old product, does not make a claim to that old product patentable. 
Sec In reSchreiber, 128 F.3d 1473, 1477, 44USPQ2d 1429, 1431 (Fed. Cir. 1997). 
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Furthermore, the Courts have held that apparatus claims must be structurally 
distinguishable from the prior art in terms of structure, not function. See In re Danley, 
120 USPQ 528, 531 (CCPA 1959); and Hewlett-Packard Co. V. Bausch and Lombjnc, 
15 USPQ2d 1525, 1528 (Fed. Cir. 1990). The Courts have held that the manner of 
operating an apparatus does not differentiate an apparatus claim from the prior art, if the 
prior art apparatus teaches all of the structural limitations of the claim. See Ex Parte 
Masham, 2 USPQ2d 1647 (BPAI 1987) (see MPEP § 21 14). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3 . Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 3, 4, 8 and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Eckles et al. in view of Reid (U.S. Pat. No. 6,458,262 Bl). Eckles et al. do not 

specifically teach that the control host is in remote communication with the analyzer 

module. Reid does teach an on-line monitoring and control system for an electroplating 
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chemistry bath, wherein the control system is connected to a telecommunications or 
computer network (i.e., the internet) for remotely controlling and monitoring the system 
(see col. 12, lines 1 - 9). As evidenced by Reid, a person of ordinary skill in the art 
would have recognized the suitability of incorporating an on-line monitoring and control 
system for an electroplating chemistry bath for the intended purpose of remotely 
controlling and monitoring the bath apparatus (see MPEP § 2144.07). Furthermore, as 
indicated by Reid, a person of ordinary skill in the art would accordingly have had a 
reasonable expectation of success of incorporating such a remote control and monitoring 
feature with an electroplating bath system. The Courts have held that the prior art can be 
modified or combined to reject claims as prima facie obvious as long as there is a 
reasonable expectation of success. See In re Merck & Co., Inc., 800 F.2d 1091, 231 
USPQ 375 (Fed. Cir. 1986) (see MPEP § 2143.02). Therefore, it would have been 
obvious to one of ordinary skill in the art to incorporate a computer or a 
telecommunications network, as taught by Reid, with the control and monitoring system, 
as taught by Eckles et al, in order to facilitate complete and effective control and 
monitoring for the electroplating bath process and equipment. 

Response to Arguments 

Applicant's arguments with respect to claims 1-18 have been considered but are 
moot in view of the new ground(s) of rejection. 

The final rejection, mailed 12/31/2003, is withdrawn. Prosecution is reopened. 

Allowable Subject Matter 

Claims 1 1 - 18 are allowed. 

The following is an examiner's statement of reasons for allowance: 
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The cited prior art neither teach or fairly suggest a method for controlling the 
operation of equipment, wherein the operation of the equipment is adjustable via at least 
one parameter setting, in which the method comprises the steps of: 

monitoring the operation of the equipment; 

generating an operations analysis of the equipment; 

determining whether the equipment is operating efficiently based on the 
operations analysis; 

adjusting the at least one parameter setting until the equipment is operating 
efficiently; and 

checking the operations analysis and the adjustment of the at least one parameter 
setting , and overriding the adjustment and providing corrective parameter settings for the 
equipment when a control loop mechanism of the equipment is drifting. 

Any comments considered necessary by applicant must be submitted no later than 
the payment of the issue fee and, to avoid processing delays, should preferably 
accompany the issue fee. Such submissions should be clearly labeled "Comments on 
Statement of Reasons for Allowance." 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian J. Sines, Ph.D. whose telephone number is (571) 
272-1263. The examiner can normally be reached on Monday - Friday (11:30 AM - 8 
PM EST). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on (571) 272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 




